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DETAILED ACTION 
General status 

1 . This is a Final Action on the Merits. Claims 1 - 18 are canceled, new 
claims 19-45 are pending in the case and are being examined. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim 19, 22, 29, 32, 33, 36, 43 and 45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Tanabe [US 5,871,088]. 

Tanabe discloses a push-button switch member comprising: 

a key-top portion for pressing a movable contact point 
[9,9a] which is disposed against a stationary contact 
point [1 1] on a circuit board [10] so as to oppose the 
stationary contact point [Figure 2]; 
a cover base member [8] provided with the key-top 
portion at a predetermined portion of the key-top 
portion and adapted to be mounted to the circuit 
board; 

an area emitter member integrally formed with the 
display section, wherein the area emitter member is 
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provided with an light emitting layer [5], disposed 
between a based electrode [7] and a transparent 
electrode [4] that is arranged to be contacted to the 
display section and formed of a transparent 
conductive polymer [polyethylene; Column 2, lines 44 
- 58 (it is well known that polyethylene is specie of 
polythiophene)]. 

Regarding claims 22 and 36 Tanabe discloses a push-button switch with 
the transparent electrode that is being colored [Column 6, lines 44 - 48], 

Regarding claims 32 and 45, Tanabe discloses a push-button switch with 
a plurality of switch circuits composed of a plurality of the key-top portions and a 
plurality of the base electrodes and a plurality of the transparent electrodes 
corresponding to the plurality of key-top portions, respectively, are integrally 
formed to said cover base member [Figures 3, 7, 8], 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 20, 21, 34 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanabe [US 5,871,088]. 
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Regarding Claims 20, 21 , 34 and 35, Tanabe discloses the transparent 
electrode with conductive and transparent characteristics that can be improved 
by dispersing conductive powders in a insulating resin [4, Column 4, lines 1 -16], 
however does not discloses specific resistance and light transmittance of the 
electrode. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the transparent electrode with a surface 
resistance of not less than 10'Q/d and light transmittance of not more than 90%, 
since it has been held to be within the general skill of a worker in the art to select 
well known material on the basis of its suitability for the intended use as matter of 
obvious design choice. [In re Leshin, 125 USPQ 416]. 
5. Claims 23 - 28, 30, 31 , 37 - 42 and 44 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Tanabe [US 5,871,088] in view of 
Lemarchand et al. [EP 0,981 ,144] (for the purpose of translation equivalent US 
6,416,196 has been used). 

Regarding Claims 23, 24, 37, 38 and 39, Tanabe discloses instant 
claimed invention except for elongated conductive members connected to the 
base and transparent electrodes are covered with elongatable insulating film and 
not overlapped with each other. Lemarchand et al. disclose the push-button 
switch member having elongated conductive members connected to the base 
and transparent electrodes are covered with elongatable insulating film and not 
overlapped with each other [Figure 1]. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have elongated 
conductive members connected to the base and transparent electrodes are 
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covered with elongatable insulating film and not overlapped with each other in 
Tanabe, as suggested by Lemarchand et al., in order to provide better flexibility. 

Regarding Claims 25 and 39, Tanabe in view of Lemarchand et al. 
disclose the instant claimed invention except for the insulating film having a 
storage modulus, at molding temperature, which is larger that a storage modulus 
of the conductive members. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the insulating film 
having a storage modulus (elasticity), at molding temperature, which is larger that 
a storage modulus of the conductive members, since it has been held to be 
within the general skill of a worker in the art to select well known material on the 
basis of its suitability for the intended use as matter of obvious design choice. [In 
re Leshin, 125 USPQ416]. 

Regarding Claims 26, 27, 40 and 41 , Tanabe in view of Lemarchand et al. 
disclose the instant claimed invention except for the base electrode and 
conductive member containing organic polymer and conductive filler with a side 
length not more than 1/3 of thickness of the conductive layer. Tanabe disclose 
the base electrode and conductive member containing organic polymer [Column 
2, lines 44 - 48] and conductive filler [Column 4, lines 1 -16], however does not 
specify that the side length of the conductive filler is not more than 1/3 of 
thickness of the conductive layer. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to select the 
conductive filler with a side length not more than 1/3 of thickness of the 
conductive layer in Tanabe in view of Lemarchand et al., since it has been held 
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that discovering an optimum value of result effective variable involves only 
routine skill in the art. [In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
1980)]. 

Regarding Claims 28, 30, 31 and 44, Tanabe discloses instant claimed 
invention except for a push projection. Lemarchand et al. disclose the push- 
button switch member having key-top body [4] with push projection [5] and 
transparent insulating film. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the push projection in 
Tanabe, as suggested by Lemarchand et al., in order to provide better 
connection between the moveable electrode [42] and the stationary contact [31 , 
Column 3, lines 30 -44]. 

Response to Arguments 

6. Applicant's arguments filed 06/17/2004 have been considered but are 
moot in view of the new ground(s) of rejection. 

7. The drawing objection under 37CFR 1 .83(a) and the Specification 
objections in the previous office action are withdrawn in view of Applicant's 
amendments. 

8. Applicant argues that Tanable does not teach "the transparent electrode 
comprises a transparent conductive polymer which is selected from the group 
consisting of a derivative of polypyrrole, a derivative of polythiophene and a 
derivative of polyaniline. Examiner respectfully disagrees. As indicated in 
rejection above Tanable disclose a transparent electrode [4] that is formed from 
conductive polymer [polyethylene; Column 2, lines 44 - 58]. Examiner has cited 
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Saito et al [US 6,595,653] reference, which in Column 2, lines 50 - 59 indicates 
that polyethylene is polythiophene species conductive polymer, therefore the 
limitation of the claim is satisfied and rejection is proper. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Saito et al. [US 6,595,663]. 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Marina Fishman whose telephone number is 
571-272-1991 . The examiner can normally be reached on 7-5 M-T. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Elvin Enad can be reached on 571-272-1990. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

12. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



July 22, 2004 



Marina Fishman 
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